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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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Disposition of Claims 

4) ^3 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1-16 is/are rejected. 
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DETAILED ACTION 



Status of Claims 



1 . This action is in reply to the request for continued examination filed on 09/29/2008 

2. Claims 1, 5, 9, 13 were previously presented. 

3. Claims 1-18 are currently pending and have been examined. 

4. Claims 1-16 are rejected. 

5. This is a NON-FINAL action. 



Continued Examination Under 37 CFR 1.114 

6. A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on 03/13/2008 has been entered. 



Claim Rejections - 35 USC §112 

7. Claim 1 is rejected under 35 U.S.C. § 112, first paragraph, as being of undue breadth. 

A "single means" claim, i.e. where a means recitation does not appear in combination with 
another recited element or means, is subject to an undue breadth rejection under 35 U.S.C. 1 12, 
first paragraph. See In re Hyatt, 218 USPQ 195, (CAFC 1983) and MPEP 2164.08(a). 
2164.08(a) Single Means Claim 
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A single means claim, i.e., where a means recitation does not appear in combination with another 
recited element of means, is subject to an undue breadth rejection under 35 U.S.C. 112, first 
paragraph. In re Hyatt, 708 F.2d 712, 218 USPQ 195 (Fed. Cir. 1983) (A single means claim 
which covered every conceivable means for achieving the stated purpose was held nonenabling 
for the scope of the claim because the specification disclosed at most only those means known to 
the inventor). When claims depend on a recited property, a fact situation comparable to Hyatt is 
possible, where the claim covers every conceivable structure (means) for achieving the stated 
property (result) while the specification discloses at most only those known to the inventor. 

8. Claim 1 recites: "A system for initiating trading.., the system comprising: one or more processors 
configured to:" The limitation is broadly interpreted as one processor configured to perform the 
functions mentioned in the body of the claim. Therefore the claim is interpreted as a single means 
claim. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

10. Claims 1-16 are rejected under 35 U.S.C. § 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

11. In particular, claim 1, 9 and 13 recite in the preamble "a system and a client server system for 
initiating trading involving two or more securities", (respectively), the body of the claim does not 
contain any limitations indicating the structure of the device. A system or an apparatus claim 
should always claim the structure or the hardware that performs the function. Applicant's claimed 
limitations consist of a user interface, a spread engine (interpreted as software according to the 
specification Para. 0022) that does not describe the structure of the device. Further it is unclear 
whether the recited "server" is embodied as software or hardware in the specification. It is also 
vague and indefinite how the one or more processors are functionally or operably linked to carry 
out the functions recited in the claim. Claim 9 recites additional structure in means plus function 
recitation (means for initiating a second order in a second market) which makes the claim vague 
and indefinite. 
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12. Regarding claim 5, it is unclear how the method is performed. Are the steps of the method 
performed mentally or through an apparatus or a machine? Further, claim 5 also recites the term 
"initiating". It is unclear what is meant by initiating an order. Broadly interpreted initiating an order 
does not necessarily mean placing an order in a market to complete a transaction and therefore 
rendering the claim vague and indefinite. It is unclear whether a fully functional method can be 
achieved if the orders of the securities are simply initiated and not placed or completed. An 
initiated order does not have to be fulfilled necessarily. 

13. The dependent claims are rejected due to their dependency on the rejected independent claims. 

Claim Rejections - 35 USC §101 

14. 35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

15. Claims 1-16 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

16. Claim 1, 9 and 13 respectively recite in the preamble "A system and a client server system for 
initiating trading involving two or more securities". The body of claims 1 and 13 recite "code 
means or software" for each limitation. Therefore claims 1 and 13 are non-statutory because they 
are directed towards software, per se, lacking storage on a medium, which enables any 
underlying functionality to occur. It is not clear whether instructions are in executable form and 
therefore there is no practical application. Claim 9 recites additional structure in means plus 
function recitation (means for initiating a second order in a second market). 

17. Claim 5 in substance recites a process comprising the steps of identifying, receiving, determining, 
initiating. Based on Supreme Court precedent, a proper process must be tied to another statutory 
class or transform underlying subject matter to a different state or thing (Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876)). Since neither of these 
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requirements is met by the claim, the method is not considered a patent eligible process under 35 
U.S.C. 101. To qualify as a statutory process, the claim should positively recite the other 
statutory class to which it is tied in a non-trivial manner, for example by identifying the apparatus 
that accomplishes the method steps or positively reciting the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different state by 
the apparatus or machine (In re Bilski). Claims 1-16 at issue do not use an apparatus and do not 
describe a process of manufacture or process for alteration of composition of matter. Since the 
claims instead cover use of mental processes to solve the step of identifying spread parameters, 
determining parameters and initiating orders (all the steps can be carried out manually), the 
claims thus seek to patent use of human intelligence in and of itself. 

18. The dependent claims are rejected due to their dependency on the rejected independent claims. 

Claim Rejections - 35 USC §103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

20. Claims 1, 3-5, 7-9, 11-13, 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Burns et al (herein after Burns) Untied States Patent No. : 7,243,083 in view of Potter et al 
("Potter") United States Patent No.: 5,787,402 and Gerhard United States Patent No.: 6,852,683 
B1 in further view of Glodjo et al (herein after Glodjo) United States Patent Application Publication 
No.: 2002/0091624 

21. As per claims 1, 5, 9, 13, 17 and 18; Burns discloses the following limitations: 

■ Identify spread parameters pertaining to the securities (see at least Burns column 1, 
lines 34-41 ; column 2, lines 39-51; column 4, lines 1-12). 
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■ receive market data relating to the two or more securities of the spread; determine 
whether the market data falls within certain spread parameters and, if the market 
data falls within the certain spread parameters (see at least Burns column 5, lines 33- 
40; column 2, lines 39-51 ; column 4, lines 1-12, 16-23 and 39-46). 

Burns does not specifically disclose the limitation below. Gerhard, however, teaches the 
limitations as follows: 

■ initiate an FX Order to offset foreign exchange exposure resulting from the first order 
in the first market (see at least Gerhard column 1, lines 25-43; column 3, lines 1-25; 
column 4, lines 1-6 and 35-48; column 6, lines 2-29). 

Burns does not specifically disclose the limitation below. Glodjo, however, teaches the 
limitations as follows: 

■ initiate a first order in a first market for a first security of the spread in a foreign 
currency; initiate a second order in a second market for a second security of the 
spread, whereby the second order is at a selected ratio as compared to the first order 
to reduce the risk of adverse price movements in the first security (see at least Glodjo 
paragraphs 0048, 0049, 0053, 0055, 0059, 0066-0070). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to 
have expanded the system and method of Burns and Potter to include initiating orders in two 
or more markets and placing an FX order to hedge against currency exposure. One would be 
motivated to do so to prevent exposure loss and gain profits from various arbitrage 
opportunities between the various currencies of the world and taking advantage of the 
disparities between interest rates, exchange rates and investment yields (see at least 
Gerhard column 1, lines 40-43; column 2, lines 60-64; column 6, lines 2-29; Burns column 1, 
lines 34-50; column 4, lines 26-34; Potter column 1, lines 50-54; column 5, lines 60-61) Also 
see (at least Burns column 4, lines 38-51 and 55-61; column 7, lines 34-40; column 8, 
Equation 2; column 9, lines 7-11). 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to 
have specifically incorporated a first order of a first security and a second order of a second 
security in separate markets to facilitate the best available spread and spot trade to maximize 
profit (see at least Glodjo paragraphs 0007-0008, 0066). 

22. As per claim 3, 7, 11 and 15, Burns discloses the following limitation: 

■ convert the market data related to one or more securities in the spread to a certain 
currency identified in the spread parameters for the spread (see at least Burns 
column 6, lines 54-59). 

23. As per claim 4, 8, 12 and 16, Burns discloses the following limitation: 

■ initiate the first order only where the market data related to one or more securities in 
the spread pass certain rule checks (see at least Burns column 7, lines 41-52). 

24. Claims 2, 6, 10, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Burns et al. 
United States Patent No.: 7,243,083 B2 in view of Potter et al. United States Patent No.: 
5,787,402 and further in view of Raykhman United States Patent No.: 7,171,386 Bl. 11. 

25. As per claims 2, 6, 10, 14; Burns and Potter disclose a trading system of two or more securities. 
Burns and Potter do not disclose the following limitations. Raykhman, however, discloses the 
limitations as follows: 

■ the first order is a limit order and the second order is a market order, (see at least 
Raykhman column 3 lines 15-17; column 5, lines 35-39). 

■ the second order is initiated following confirmation of the first order (see at least 
Raykhman column 16, lines 50-63; column 18, lines 10-18). 

It would have been obvious to one of ordinary skill in the art at the time of the invention to expand 
the system of Burns and Potter to specify the market orders and limit orders and to place the 
orders in order. One would be motivated to do so to provide fair and prompt execution of orders 
that would maximize the hedge against exposure (see at least Raykhman column 8, lines 43-46; 
lines 54-65) 
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26. The examiner notes that there were 18 claims presented in the previous version and listing of 
claims. However, only 16 claims have been presented in the filing for continued examination. 
Therefore the examiner respectfully requests that the applicants properly cancel the unlisted or 
cancelled claims in the subsequent correspondence. For the purpose of examination and in view 
of no mention of the status of claims 17 and 18 in the claim listings or remarks; previously 
presented claims 17 and 18 are considered cancelled. The examiner requests the applicants to 
confirm the finding in a subsequent response. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Abhishek Vyas whose telephone number is 571-270-1836. The examiner can normally be 
reached on 7:30am-5:00pm EST Mon-Thur, ALT Friday OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Alexander Kalinowski can be reached on 571-272-6771. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

/Abhishek Vyas/ 
Examiner, Art Unit 3691 

/Narayanswamy Subramanian/ 
Primary Examiner, Art Unit 3695 



